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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 1, 3, 5-12, 14 and 16-19 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. In the present instance (claims 

1 and 12), term "spray coating" is broad which might include multiple well-known 

spraying processes and does not explain what the "spray" specifically refers to. Even 

specification in the paragraph [00028] (p.7) disclosing "thermal spray" does not specify 

aforementioned term. 

Allowable Subject Matter 

2. Claims 4 and 15 are allowed. 

The following is an examiner's statement of reasons for allowance: 
For claims 4 and 15, prior art does not teach a forming a protective barrier on a 
processing element utilized in a processing system for performing a process, wherein 
the protective layer is coupled to the bonding layer after at least a portion of the outer 
layer is removed using at least one of polishing, grinding, and grit blasting. 

Shatrov (U.S. 2003/0188972) and Daragheh (US 2003/0150419) teach a process 
and device for forming ceramic coatings on metals. 
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However, the art of record does not disclose or anticipate the above limitation in 
combination with other claim elements nor would it be obvious to modify the art of 
record so as to form a device including the above limitation. 

3. Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 5 -12 and 16 -19 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Shatrov (U.S. 2003/0188972). 

With respect to claims 1 and 12, Shatrov teaches a method of forming a 
protective barrier on a processing element and a protective barrier on a processing 
element utilized in a processing system for performing a process comprising: 

a bonding layer 200 coupled to the processing element 100, wherein the bonding 
layer 200 comprises a layer formed using plasma electrolytic oxidation (§§ 0004, 0005; 
0069, 0081, and 

a protective layer 300 coupled to the bonding layer and configured to be exposed 
to the process with reference to Fig. 3. 
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Regarding claims 5-8 and 16-19, Shatrov teaches the protective layer 300 
comprises a compound containing at least one of a Ill-column element Yttrium and 
Lanthanum, Cerium, and oxides of Al, Y, Ce ((§§ 0056, 0081). 

Regarding claim 9, Shatrov teaches the processing element 100 comprises a 
metal, a silicon based material, and a ceramic (abstract; §§ 0004, 0069, 0081; fig.3). 

Regarding claim 10, Shatrov teaches the processing element comprises 
aluminum (table 1). 

Regarding claim 1 1 , Shatrov teaches the process comprises a plasma (see 
abstract). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (0 or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 3 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shatrov in view of Daragheh (US 2003/0150419). 

With respect to claims 3 and 14, Shatrov teaches the features detailed 
previously, but lacks a discussion on the method, wherein the bonding layer comprises 
a transition layer, a primary layer, and an outer layer. 

However, Daragheh teaches a method, wherein the bonding layer comprises a 
transition layer, a primary layer, and an outer layer (§§ 0005, 0006, 0017) and this 
coating is a complex oxide ceramic produced by surface oxidation electrolysis of 
aluminum) for the benefit of providing a good bond, wear resistance and thermal 
insulating effect in paragraph 17. 

Therefore, it would have been obvious to one of ordinary skill in the art to use 
protective barrier using multilayer coatings for the benefit of providing a good bond, 
wear resistance and thermal insulating effect as taught by Daragheh in paragraph 17. 

Response to Arguments 

7. Applicant's arguments with respect to claim 1,3,5-11 have been considered, 
but they are not persuasive. The combinations detail each and every element of 
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applicant's claims or further show the invention of applicant's is an obvious development 
from the prior art. 

Regarding claim 1 applicants have amended independent claims 1 recite a 
bonding layer coupled to a processing element, and a protective layer coupled to the 
bonding layer, the protective layer being a spray coating. Support for this limitation is 
provided at least by paragraph [0028] of Applicants' specification as originally filed. 

The language, term, or phrase "the protective layer is a spray coating", is 
directed towards the process of making a protective layer. It is well settled that "product 
by process" limitations in claims drawn to structure are directed to the product, per se, 
no matter how actually made. In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also, 
In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 
324; In re Avery, 186 USPQ 161; In re Wethheim, 191 USPQ 90 (209 USPQ 554 does 
not deal with this issue); In re Marosiei al., 218 USPQ 289; and particularly In re 
Thorpe, 227 USPQ 964, all of which make it clear that it is the patentability of the final 
product per se which must be determined in a "product by process" claim, and not the 
patentability of the process, and that an old or obvious product produced by a new 
method is not patentable as a product, whether claimed in "product by process" claims 
or otherwise. The above case law further makes clear that applicant has the burden of 
showing that the method language necessarily produces a structural difference. As 
such, the language "the protective layer is a spray coating" only requires a protective 
layer, which does not distinguish the invention from Shatrov, who teaches the structure 
as claimed. 
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Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor Yevsikov whose telephone number is (571 ) 272- 
1910. The examiner can normally be reached on Monday -Thursdays 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, examiner's 
supervisor, William B. Baumeister, can be reached on (571) 272-1722. The fax phone 
numbers for the organization where this application or processing is assigned is (703) 
873-9306. 

10. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
application may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished application is available through Private PAIR only. For more information 
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about the PAIR system, see http://pair-direct.uspto.qov . Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 



Victor Yevsikov 
Examiner 
Art Unit 2891 
March 2, 2007 



Ctendrachaudhan 
rnmry Examiner 



